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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
5/29/2007 has been entered. 

Response to Amendment 

2. The amendment filed on 5/29/2007 has been entered. The amendments to the 
claims overcomes the 35 USC 101 rejection set forth in the office action mailed on 
2/23/2007, however, the amendments raise 35 USC 112 first and second paragraph 
issues set forth below. 

Response to Arguments 

3. Applicant's arguments filed 5/29/2007 concerning Nakami have been fully 
considered but in view of 35 USC 112 first and second paragraph issues introduced by 
the 5/29/2007 claim amendments a comparison of Nakami and the claimed invention is 
difficult. 
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Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 2-19, 21-38, and 40-57 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Independent claims 4 and 23 were amended to claim "a copying machine and a 
printer", however, the specification only discusses "copying machine" in the Description 
of the Related Art, thus, the specification fails to convey applicant had possession of a 
copying machine that has the claimed parts or performed the claimed steps. Their 
dependent claims do not correct this issue. 

Independent claims 4 and 23 were amended to claim "a copying machine and a 
printer" and implies the claimed "a copying machine and a printer" has the claimed parts 
of apparatus claim 4 or performs the steps of method claim 23, however, the 
specification only describes a printer that uses a table, see figures 8-11 and 
corresponding specification at pages 20-29 and see page 42 lines 1-1 1 and page 50 
lines 1-18, and does not describe a copying machine or printer calculating the sharing 
ratio Zm. Thus, the specification fails to convey applicant had possession of a "copying 
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machine" or a "printer" that has the claimed parts in apparatus claim 4 or performs the 
steps of method claim 23. Their dependent claims do not correct this issue. 

The specification fails to convey applicant had possession of an apparatus as 
claimed in claim 4 as well as its dependent claims that is both "a copying machine and a 
printer" and fails to convey applicant had possession of a method as claimed in claim 23 
as well as its dependent claims that functions as both "a copying machine and a printer" 
because the specification only discusses a copying machine and a printer in the 
alternative in the Description of the Related Art and only discusses a printer in the 
Description of the Preferred Embodiments. 

The specification does not convey sharing-ratio part of apparatus claim 4 is in 
"copying machine" or "printer" while other parts are in image processing apparatus due 
to claim language at line 16 and does not convey sharing-ratio step of method claim 23 
is performed in "copying machine" or "printer" while other steps are performed in image 
processing method due to claim language at lines 15 and 16 because the specification 
with regard to figures 8-1 1 and corresponding specification at pages 20-29 does not 
discuss performing the claimed calculation in a "copying machine" or "printer" while 
other claimed parts or steps are elsewhere. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 2-19, 21-38, and 40-57 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 
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Claims 4 and 23: 

Apparatus claim 4 and method claim 23 suffer from the following same indefinite 
issues: 

The specification describes a table is preferred to a calculation and the 
calculation is used to create the table, see page 42 lines 1-11 and page 50 lines 1-18. 
In apparatus claim 4 from lines 10-21 and in method claim 23 from lines 9-21 the claims 
do not clearly claim if the claimed invention is using the calculated table for changing 
the size of image data of an original image, is only the creation of the table for use in 
changing the size of the image, or is only the calculation of the sharing ratio Zm for use 
in changing the size of the image. These independent claims as well as their 
dependent claims do not clearly claim to use the sharing ratio to change the size of the 
original image in view of the "for changing the size of the image" at line 7 of both claims 
4 and 23. In essence they only claim to calculate the sharing ratio. 

In apparatus claim 4 at line 16 and in method claim 23 at lines 15-16 applicant is 
claiming a copying machine and a printer, however, these claims as well as their 
dependent claims are unclear if the remaining claimed parts or steps are being 
performed in "at least one of a copying machine and a printer". 

In apparatus claim 4 and in method claim 23 the body of the claim does not 
clearly claim how the function of the preamble is performed since the body of the claim 
does not claim how to change the size of the original image. The body of the claim only 
claims how to obtain the sharing ratio due to the vague language 'for changing the size 
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of the image data between a first processing way and a second processing way" at line 

7 of both claims 4 and 23. 

Apparatus claim 4 at line 16 and method claim 23 at lines 15-16 do not clearly 

claim in the phrase "at least one of a copying machine and a printer" a copying machine 

or a printer which is important since the specification does not describe the apparatus 

and method as a copying machine and a printer. The following court cases discuss how 

the courts would interpret the phrase "at least one of a copying machine and a printer". 

Superguide Corp. v. DirecTV Enterprises, Inc., 358 F.3d 870, 69 USPQ2d 1865, 1878 
(Fed. Cir. 2004). 
Page 1878 states: 

We agree with DirecTV. The phrase "at least one of precedes a series of categories of criteria, 
and the patentee used the term "and" to separate the categories of criteria, which connotes a 
conjunctive list. A common treatise on grammar teaches that "an article of a preposition applying 
to all the members of the series must either be used only before the first term or else be repeated 
before each term." Willaim Strunk, Jr. & E. B. White, The Elements of Style 27 (4th ed. 2000). Thus, 
"[i]n spring, summer, or winter" means "in spring, in summer, or in winter." Id Applying this 
grammatical principle here, the phrase "at least one of modifies each member of the list, i.e., 
each category in the list. Therefore, the district court correctly interpreted this phrase as requiring 
that the user select at least one value for each category; that is, at least one of a desired program 
start time, a desired program end time, a desired program service, and a desired program type. 

IPXL Holdings LLC v. Amazon.com Inc., 72 USPQ2d 1469 (DC EVa 2004) makes a 
decision similar to SuperGuide. Page 1480 states: 

The parties dispute whether "user defined transaction information" requires both a "user defined 
transaction" and a "user defined transaction parameter" as Amazon contends, or only one of 
either a "user defined transaction" or a "user defined transaction parameter," as IPXL contends. 
For the reasons set forth below, the Court finds that IPXL misreads both the plain words used in 
the claim as well as Federal Circuit precedent in arguing for its interpretation. In construing the 
very same language, the Federal Circuit construed "at least one of to mean what Amazon has 
argued. 

The phrase "at least one of precedes a series of categories of criteria, and the patentee used the 
term "and"to separate the categories of criteria, which connotes a conjunctive list. A common 
treatise on grammar teaches that "an article of a preposition applying to all the members of the 
series must either be used only before the first term or else be repeated before each term." 
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William Strunk, Jr. & E.B. White, The Elements of Style 27 (4th ed. 2000)... . Applying this 
grammatical principle here, the phrase "at least one of 'modifies each member of the list, i.e., 
each category in the list. Therefore, the district court correctly interpreted this phrase as requiring 

that the user select at least one value for each category... .SuperGuide Corp. v. DirecTV Enterprises, Inc., 

358 F.3d 870, 886 f69 USPQ2d 1865 ] (Fed. Cir. 2004). 

CAFC decision Brown v. 3M, 265 F.3d 1349, 60 USPQ2d 1375 (Fed. Cir. 2001) 

This decision found that the term "or" in claim 16 in the at least one of two-digit, three-digit, 

or four-digit year-date representations phrase is to be read in the alternative when read in 

light of the specification. Page 1378 states: 

The district court construed the word "or"in claim 16 as meaning that the apparatus was capable 
of converting "only two-digit, only three-digit, only four-digit, or any combination of two-, 
three-, and four-digit date-data." Slip op. at 9. We agree with this construction of the claim, for 
it is the plain reading of the claim text. These are not technical terms of art, and do not require 
elaborate interpretation. There is no basis in the specification or prosecution history for reading 
"or"as "and" — nor does Dr. Brown request such a reading. 

Claim 4: 

In apparatus claim 4 at line 16 "the image forming apparatus" lacks antecedent 
basis in the claim. 



Claims 2 and 21: 

These claims modifies the first processing way of their parent claim by using the 
word "comprises" and this does not clearly claim whether the "high-order image 
processing" is changing of the size of the image or is a different type of "high-order 
image processing" when the first processing way comprises "high-order image 
processing". 
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Claims 10, 29, 14, and 33: 

These claims claim determining the sharing ratio according to factors other than 
time needed to perform the calculation claimed in the parent claims, thus, it is not clear 
if these claims are replacing time found in the parent claims with "predetermined 
attribute of the original image" or "contents of image processing" or adding to time found 
in their parent claims. Even in light of the specification the metes and bounds of these 
claim are indefinite. 

Claims 11 and 30: 

These claims claim "permissible time duration" while parent claims 4 and 23 
claim "given time duration", however, in light of the specification it appears "permissible" 
and "given" time duration may be the same, however, the claims do not clearly claim 
whether they are the same time duration. Correction or explanation is requested. 

The dependent claims do not correct the issues of their parent claims. 

8. A proper prior art analysis of the claims cannot be made because the metes and 
bounds of the claims are not definite and because the specification does not support the 
claims. Thus, a prior art rejection or an indication of allowability cannot be made with 
the currently pending claims. In re Steele, 305 F.2d 859,134 USPQ 292 (CCPA 1962) 
(it is improper to rely on speculative assumptions regarding the meaning of a claim and 
then base a rejection under 35 U.S.C. 103 on these assumptions). 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffery A Brier whose telephone number is (571) 272- 



Application/Control Number: 10/616,148 Page 9 

Art Unit: 2628 

7656. The examiner can normally be reached on M-F from 7:30 to 4:00. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Michael 
Razavi, can be reached at (571) 272-7664. The fax phone Number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Jeffery A. Brier/ 

Primary Examiner, Division 2628 



